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Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter, which the applicant regards as his invention. 

1. Claims 21-37 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. The language "ratio of equivalent weights" renders the claim indefinite because it 
doesn't bear a relationship to stoichiometry. These claims should read "the ratio of the number 
of equivalents", or '.'the ratio of the numbers of equivalent weights", or "the equivalent ratio". 

Claim Rejections - 35 USC § 102 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

2. Claims 21-27 and 31-32 rejected under 35 U.S.C. 102(e) as being anticipated by Clemens 
et al ('359). Patentee teaches a polyurethane composition comprising the reaction product of 
diisocyanate, polyester polyol, polyether polyol, terpene-phenolic resin, and amine terminating 
agent, all through the presence of solvent (Abstract, Col 6 lines 42-53, Col 4 lines 21-22, 
Example 37). Furthermore, Clemens et al teaches that the isocyanate reactive compounds are 
present relative to isocyanate containing compounds, wherein the ratio of NCO:OH is 1:1.1 to 

1 :2.5. In particular the polyether polyols have a molecular weight of at least 2000 g/mol and are 
primarily dihydroxy and/or trihydroxy (Col 7 lines 20-30, and Col 12 lines 41-43). Finally, 
Clemens et al teaches the terpene-phenolic resin to consist of NIREZ 2019, now available as 
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SYLVARES TP 2019, which has a hydroxyl number range overlapping applicants' claimed 
range and the amine to react with the isocyanate-terminated polyurethane pre-polymer is 
disclosed to consist of a polyamine (Example 37, and Col 12 lines 48-50). 

3. Regarding applicants' arguments, although Clemens et al does not explicitly disclose that 
the terpene-phenolic resin SYLVARES TP 2019 is reactive, this property resin is inherent 
through the presence of hydroxyls in the phenol groups. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 21-27, 31-37 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Clemens et al ('359) in view of Reid et al ('449). Aforementioned Clemens et al teaches a 
polyurethane composition comprising the reaction product of diisocyanate, polyester polyol, 
polyether polyol, reactive terpene-phenolic resin, and amine terminating agent, but fails to teach 
a method wherein the pre-polymer formation includes the reaction of diisocyanate, polyester 
polyol, polyether polyol and a reactive terpene-phenolic resin. Reid et al teaches a polyurethane 
pre-polymer composition and method for production comprising the reaction product of 
diisocyanate, polyester and polyether polyol, and a reactive terpene-phenolic resin (Abstract, col 
3 lines 55-57, col 4 lines 18, 29-32, 38-40, example 10). What's more, Reid et al teaches 
through the inclusion of the terpene-phenolic resin in the pre-polymer formation, not only does 
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the resulting polyurethane have increased initial green strength, but also an extended the pot life 
and improved chemical and heat resistance when cured (Col 4 lines 20-27). 

5. Therefore it would have been obvious to one skilled in the art at the time of the invention 
to include in the terpene-phenolic resin in the pre-polymer reaction of Clemens et al as taught by 
Reid et al, based on both compositions are analogous and the motivation to improve chemical 
and heat resistance of the polyurethane. With that understanding, Clemens et al goes on to teach 
the polyurethane composition dissolved in solvent, applied to a substrate to form a continuous 
film, and removal of the solvent by drying the composition (Col 5 lines 10-12, col 14 lines 29- 
32). Finally, Clemens et al teaches that the polyurethane, after applied to the substrate backing 
system, then acts as an adhesive and can be applied to another layer, therefore forming a 
laminate (Col 14 lines 51-57). 

6. The remaining remarks and arguments proposed by applicants' have been addressed in 
the rejection above. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Benjamin J. Gillespie whose telephone number is 571-272-2472. 
The examiner can normally be reached on 8am-5 :30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on 571-272-1078. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



B. Gillespie 




PRIMARY EXAMINER 



